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Dear Siv/Madam;

This Reply Briel'is in response to the Examiner’s Answer dated April 28, 2010 in
the above-identified patent appheation.

Ag set forth below, 1t is respectiully submitted that the references cited by the
Examiner are not sufficient to cstablish & prima fircie case of obviousness, See MPEP

§2142.
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L. Claims 1, 3-4, 8, 16-18, and 22-25

In the Examiner’s Answer, the Examiner asserts “Nishihara teaches the addition
of silica particles, titania (titanium oxide) particles, and strontium titanate particles (Col.
9 In. 48-57).” (Examiner’s Answer, page 4.)

While Appellant believes the above-cited section of Nishihara is in error, the
Examiner also points to Examples 3, 4, and 9! of Nishihara as disclosing the use of at
least a second external additive. The Examiner then argues that Appellants citation of
Example 9, for its disclosure of inferior results, is a “dubious allegation,” asserting that
Appellant “cherrypicked” the one inventive example using strontium titanate showing an
inferior result to draw this conclusion.” (Examiner’s Answer, page 9.) However, both
Example 9 and Example 26 demonstrate issues where these additives were used. In view
of the conflicting results of the Examples, it is respectfully submitted that Nishihara
cannot be construed as suggesting benefits to be obtained with a combination of
strontium titanate and titanium oxide, as well silica, as presently asserted by the
Examiner.

Moreover, as admitted by the Examiner, Nishihara does not teach particle sizes
for the silica or titanium oxide particles or the use of sol gel silica.

Yamazaki fails to cure the deficiencies of Nishihara no matter how these
references may be combined. While Yamazaki discloses rutile-anatase type titanium
dioxide having a major axial diameter of 10 to 100 nm, nowhere does Yamazaki disclose

or suggest a toner comprising a resin and having on a surface thereof, a first additive

! As Example 3 does not combine titanium oxide and strontium titanate with silica, it is not seen how this
example relates to the present claims and therefore is not addressed further herein.
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comprising polydimethylsiloxane-coated strontium titanate having a particle size of from
about 60 to about 100 nm present in an amount of from about 0.5 to about 3 percent by
weight of the toner, a second additive comprising titanium oxide having a particle size of
from about 12 to about 40 nm present in an amount of from about 0.1 to about 5 percent
by weight of the toner, and a third additive comprising sol gel silica and having a particle
size of from about 50 to about 120 nanometers present in an amount of from about 0.1 to
about 5 percent by weight of said toner, as recited in claim 1. Nor does Yamazaki
disclose or suggest a toner comprising a resin and having on a surface thereof, a first
additive comprising polydimethylsiloxane-coated strontium titanate having a particle size
of from about 60 to about 100 nm present in an amount of from about 0.5 to about 3
percent by weight of the toner, a second additive comprising titanium oxide having a
particle size of from 12 to 40 nm present in an amount of from about 0.1 to about 5
percent by weight of the toner, and a third additive comprising a sol gel silica and having
a particle size of from about 120 to about 140 nanometers present in an amount of from
about 0.1 to about 5 percent by weight of said toner, as recited in claim 25.

With respect to Combes, according to the Examiner, “Combes specifically teaches
that sol gel silica exhibits improved properties over conventional types of silica”
(Examiner’s Answer, p. 11). However, Combes states that:

Use of the treated sol-gel metal oxide provides significant
benefits to the toner compositions. The treated sol-gel
metal oxide allows for improved cleaning of residual toner
from the photosensitive member. The treated sol-gel

metal oxide also prevents filming of the photosensitive
member. [Emphasis Added.]
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The sol-gel silica of the present claims 18 not the “treated™ sol-gel metal oxide of Combes.
The Examiuer argues that it would bave been obvious to replace the fumed silica of

Mishihara with the sol gel siliea of Combes. (Examiner’s Answer, p. 1) Sucha
replacement would not result in the toner of independent claums 1 and 25.

1. Conclusion

In view of the foregoing, Appellants submit that independent claims 1 and 25 wre

not vendersd obvious by any of the cited references, whether taken alone or in any
combingtion. Claims 3, 4, 8, 16-18, and 22-24 depend, either directly or indirectly, from
claim 1 and incorporate all of its Hmitations therein. Therefore, it is respectfully
submitted that ¢laims 1, 3, 4, &, 16-18, and 22-24, are in condition for aliowance.

Respectiully submiitied,
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