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National Aeronautics and Space Administration

Headquarters
Washington, DC 20546-0001

March 19, 2009
Office of the General Counsel CERTIFIED MAIL

Dr. Robert Adams, CEO
Optima Technology Group
1981 Empire Road

Reno, NV 89521

RE:  Administrative Claim for Infringement of US Patent No. 5,904,724:
NASA Case No. 1-222

Dear Dr. Adams:
This letter concerns the above-identified administrative claim for patent infringement.

NASA received the initial notification of this claim in an email dated May 12, 2003, from
Mr. Jed Margolin addressed to attorneys at the NASA Langley Research Center claiming
that “NASA may have used one or more of [Mr. Margolin’s] patents in connection with the
X-38 project and may be using one or more of my patents in other projects using Synthetic
Vision”. Mr. Margolin identified two patents that he believed NASA may be infringing; the
subject patent and Patent No. 5,566,073. On June 7, 2003, Mr. Margolin submitted his
claim by fax to the NASA HQ attorney, Mr. Alan Kennedy. Mr. Kennedy responded by
letter dated June 11, 2003 acknowledging the administrative claim and requesting that Mr.
Margolin give a more detailed breakdown of the exact articles or processes that constitute
the claim. Mr. Margolin responded by letter dated June 17, 2003, withdrawing his claim
with regard to U.S. Patent No. 5,566,073, leaving the remaining claim for the subject patent.
NASA is aware of the long pendency of this matter and we regret the delay.

On July 14, 2008 Optima Technology Group sent a letter addressed to Mr, Kennedy stating
that they were the owners of the Jed Margolin patents due to an assignment and requesting
that NASA now license the technology of the subject patent. With an email dated August 6,
2008 from Optima, NASA received a copy of a Patent Assignment, dated July 20, 2004,
executed by Jed Margolin, the sole inventor on the subject patent, by which the entire right,
title and interest in the patent has been assigned to Optima Technology Group, Inc. We
previously noted in a letter dated August 20, 2008 from Mr. Jan McNutt of our office
addressed to you that NASA believes there are certain irregularities surrounding this and
collateral assignment documents associated with the subject patent. However, NASA will at
this time forestall a detailed consideration of that issue. Instead, we will assume your bona
fides in asserting that you are the legitimate owner of the subject patent and communicate
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our findings directly with you. To the extent that Mr. Margolin has any interest in this
matter, formally or informally, we will leave it up to you whether or not to communicate
with him.

In light of the prior claim by Mr. Margolin, we consider your license proffer as an
administrative claim of patent infringement. We tum now to the substance of your claim.
In response to your initial letter dated July 14, 2008, Mr. McNutt’s August 20, 2008 letter
posed a number of questions, the purpose of which was to enable NASA to fully evaluate
the details of your claim. Your organization failed to respond to these questions and,
further, advanced the position that this matter does not involve a new claim (Adams letter to
McNutt, August 25, 2008). We disagree that this is not a new claim. Nevertheless, NASA
proceeds — in order to bring closure to this matter — on the basis that this claim centers
around allegations that infringement arose from activities associated with NASA’s X-38
Program, as advanced by Mr. Margolin. Accordingly, our investigation of this claim
necessarily reflects the answers previously furnished by Mr. Margolin in response to
NASA’s June 11, 2003 letter to him containing substantially the same set of questions.

U.S. Patent No. 5,904,724 issued with twenty claims, claims 1 and 13 being the sole
independent claims.

In order for an accused device to be found infringing, each and every limitation of the claim
must be met by the accused device. To support a finding of literal infringement, each
limitation of the claim must be met by the accused device exactly, any deviation from the
claim precluding a finding of infringement. See Lantech, Inc. v. Keip Mach. Co., 32 F.3d
542 (Fed. Cir. 1994). If an express claim limitation is absent from an accused product, there
can be no literal infringement as a matter of law. See Wolverine World Wide, Inc. v. Nike,
Inc., 38 F.3d 1192, 1199 (Fed. Cir.1994),

In applying these legal precepts, reproduced below are the relevant portions of claims 1 and
13.

Claim 1. A system comprising:

# K &

a computer

* ke

said computer is. . .for determining a delay time for communicating said flight data between
said computer and said remotely piloted aircraft, and wherein said computer adjusts the
sensitivity of said set of one or more remote flight controls based on said delay time.
(emphasis added.)

Claim 13. A station for flying a remotely piloted aircraft that is real or simulated comprising:

L

a computer

L
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said computer. . . to determine a delay time for communicating. . .flight control information
between said computer and [a] remotely piloted aircraft, and said computer to adjust the
sensitivity of {a] set of remote flight controls based on said delay time. . . .(emphasis added.)

NASA has investigated activities surrounding the X-38 program at its Centers that
conducted X-38 development efforts and has determined that no infringement has occurred.
This result is compelled because none of NASA’s X-38 implementations utilized a computer
which is “for determining a delay time for communicating said flight data between said
conputer and said remotely piloted aircraft,” as required by claim 1, nor a “computer ... to
determine a delay time for communicating ... flight control information between said
computer and {a] remotely piloted aircraft,” as required by the limitations of claim 13.

Given that a computer which measures delay time is lacking from the NASA X-38
configuration, it follows that the NASA X-38 configuration had no “adjusting of the
sensitivity of [a] set of one or more remote flight controls based on said delay time”, as
required in claim 1. Similarly, because the NASA X-38 configuration had no “computer to
determine a delay time for communicating ... flight control information between said
computer and [a] remotely piloted aircraft, the configuration also had no adjusting of “the
sensitivity of [a] set of remote flight controls based on said delay time”, as called for by
claim 13.

For at least the above-explained exemplary reasons, claims 1 and 13 have not been.
infringed. It is axiomatic that none of the dependent claims may be found infringed uniess
the claims from which they depend have been found to be infringed. Wahpeton Canvas Co.
v. Frontier, Inc., 870 F.2d 1546 (Fed. Cir. 1989). One who does not infringe an independent
claim cannot infringe a claim dependent on, and thus containing all the limitations of, that
claim. 7d. Thus, none of claims 2-12 and 14-20 have been infringed.

NASA’s X-38 development efforts ended in 2002. There may also be other features in
NASA’s X-38 development efforts that, upon further analysis, would reveal yet more recited
claim limitations that are lacking in the NASA configuration related to those efforts.

We also note as a point of particular significance that the limitations included in claims 1
and 13 discussed above were added by amendment during the prosecution of the patent
application. It is clear from an analysis of the patent application file wrapper history that the
individual prosecuting the application stressed the importance of “the measurement of a
communication delay in order to adjust the sensitivity of flight controls based on that delay,”
Also noted is the distinguishing arguments that these claims require that there be a
“computer ... located in the pilot station™ and that “at least one real time measurement of the
delay and some adjustment is contemplated.” (See Applicant’s Amendment and Remark,
February 27, 1998 and Response Under 37 C.F.R. § 1.116, July 6, 1998). Clearly, the Patent
Office Examiner allowed the application based on these prosecutorial arguments.

We have completed our investigation regarding the claim of patent infringement of U.S.
Patent No. 5,904,724 and have determined that there is no patent infringement by, or
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unauthorized use on behalf of, NASA. The above detailed discussion explains the basis for
NASA’s analysis and decision regarding the subject administrative claim,

As an aside, during NASA’s investigation, numerous pieces of evidence were uncovered
which would constitute anticipatory prior knowledge and prior art that was never considered
by the U.S. Patent and Trademark Office during the prosecution of the application which
matured into Patent No. 5,904,724, In view of the clear finding of lack of infringement of
this patent, above, NASA has chosen to refrain from a discussion that would demonstrate, in
addition to non-infringement, supra, invalidity of the subject patent. However, NASA
reserves the right to introduce such evidence of invalidity in an appropriate venue, should
the same become necessary.

This is a FINAL agency action and constitutes a DENIAL of the subject administrative
claim for patent infringement.

Pursuant to 35 U.S.C. § 286, the statute of limitations for the filing of an action of patent
infringement in the United States Court of Federal Claims is no longer tolled. Thus, any
further appeal of this decision must be made by filing a claim for patent infringement in the
United States Court of Federal Claims, pursuant to 28 U.S5.C. § 1498(a).

Sincerely,
(T2l (L
Gary G. Borda

Agency Counsel for Intellectual Property
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