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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE

Application Serial No. 09/947,801
Filed: 09/06/2001
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IOl ISDINIDUILILLD CUNTUILINUI D 1IJ1LC1VL
Examiner: Chirag R. Patel Art Unit: 2141

P.O. Box 1450
Alexandria, VA 22313-1450

-
Sir,

Annellant’s Resnonse to Examiner
ppetiant’s kesponse fo Lxaminer

As required under 37 CFR 41.41 (a)(1) this Response to Examiner’s Answer to Appellant’s Appeal

Brief'is filed within two months of mailing of Examiner’s Answer to Appellant’s Appeal Brief and is in

Summary

1. The Examiner has misquoted Appellant on an issue of merit.

2. Inusing the Microsoft Press Computer Dictionary, Third Edition, ©1997 Microsoft Corporation to define
the term server, Examiner failed to note that he was using definition #2 or even that the reference provides

another definition. Where there are multiple definitions of a word or different shadings of the definition of a
word, dictionaries list them in the order in which they are most commonly used. Therefore, Examiner failed

to cite the most commonly used definition of server.

3. The Examiner’s citation of /n re Van Geuns, 988 F 2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993) is
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Detailed Response

1. The Examiner has misquoted Appellant on an issue of merit.

On Examiner Response, Page 11, third paragraph Examiner quotes from Appellant’s Appeal Brief:

his FExaminer’s Interview Summary for the telephone interview held August 25, 2005.
This argument appears only in the Interview Summary. It was not discussed during the
Tnterview. It does nol appear in either the First or Second Office Actions. The
Examiner’s supervisor introduced a new argument in his Examiner’s Interview Summary
for the telephone interview held August 25, 2005. It was discussed that Ellis’s definition

of network provider included an individual and thus the definition of subscribe is the

4. The Examiner’s supervisor introduced a new argument in his Examiner’s Interview

Summnrv for the telephone interview held Auoust 25. 2005, This aroument appears
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only in the Interview Summary. It was not discussed during the Interv1ew. It does not

appear in either the First or Second Office Actions.

or from Page 7.

4. The Examiner’s supervisor introduced a new argument in his Examiner’s Interview
Summary for the telephone interview held August 23, 2005.

This new argument states
It was discussed that Ellis's e mtwn of network provwler included an individual and
SN Py A g A Py AN PP 5

This argument appears only in the Interview Summary. It was not discussed during
the Interview. It does not appear in either the First or Second Office Actions. It was not
discussed that Ellis's definition of network provider included an individual. If the 1ssue had
been brought up Applicant would have pointed out that the individual/network provider still

had to be different from the 1nd1v1dual/PC owner in order for Ellis to be useful Otherw1se

Elli’e finanpial arrancement wo IRES
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for lack of usefulness.
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Examiner’s misquote has the Appellant agreeing that “/f was discussed that Ellis’s definition
of network provider included an individual and thus the definition of subscribe is the same as disclosure”
which is the opposite of what Appellant actually said. The Examiner has either been incredibly careless or is

attempting to deceive BPAL

The Examiner then goes on to state on Page 12 first paragraph:

Response to D) It was discussed in the first and second office actions, because
that paragraph quoted in Ellis (US 6,167,428) as listed below in the ground of
ads man o S f“‘,J"I1',.,\ £r 10 ey 1A (one atda Tamdle 00 adiimy zam ]
lUJCbUUIlb Unaer L o1 / 1iig 00 — L 01 o 1iii€ 14} was LILCU lll UULL OLIICCT dCLIOLS UIIUCT

claim 1 that cited the portion that disclosed that the individual as the subscriber. This
passage was presented by the examiner in the first, non-final office and final action and
can be referenced under the ground of rejections under section 10.

The Ellis paragraph cited by the Examiner says:

For this new network and its structural relationships, a network provider is defined in the broadest
possible way as any entity (corporation or other business, government, not-for-profit, cooperative,
consortium, committee, association, community, or other organization or individual) that provides

pprcnna] caommiter IIQPI‘Q {‘Ipﬁl ]‘\rnarﬂv AP{"IﬂPI’] l‘\p]r\nr\ ‘1711'11 Iﬂlfl')l] 'Jlﬂf‘] f‘f\ﬂf}l‘l] 111(7 r‘nnnpr‘hon
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hardware and/or software and/or ﬁrmware and/or other components and/or services to any network,
such as the Internet and Internet il or WWW or their present or future equivalents, coexistors or
successors, like the Metalnternet, including any of the current types of Internet access providers
(ISP's) including telecommunication companies, television cable or broadcast companies, electrical
power companies, satellite communications companies, or their present or future equivalents,
coexistors or successors. The connection means used in the networks of the network providers,
including between persona al computers or eauivalents or successors. would nref‘emhlv be very broad

LAUUS VRAWRLI Uil 1o UL LUUIVAILIRS 1 ULLESNLL S, JUIL PRl aUly UL VLY UIVAL

bandwidth, by suc h means as fiber optic cable or wireless for example but not excluding any other
means, rududmg television coaxial cable and t Lcrcpuuuc twisted p pau as well as associated g gateways,
bridges, routers, and switches with all associated hardware and/or software and/or firmware and/or
other components and their present or future equivalents or successors. The computers used by the
providers include any computers, including mainframes, minicomputers, servers, and personal
computers, and associated their associated hardware and/or software and/or firmware and/or other

components, and their present or future equivalents or successors,

In the First Office Action, the Examiner’s reference to the Ellis paragraph states:

As per claims 1 and 3, Ellis discloses a distributed computing
system comprising:

{0\ a ]’\f\mﬁ I’\ﬂf“7f\f'l_’ Qarurar ;
{d) d noMe NCIWOIK SCIver il a Su

Col 8 lines 1-14 and 23-28)
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Examiner did not state how the Ellis reference constituted a home network server in a subscriber’s home.
Since the Ellis paragraph does not contain the terms some, home network, or subscriber Examiner’s rejection
was indistinct, and continues to be indistinct.

nointing out how
r YRR YV T

r a subscriber as defined in
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The very first time the Examiner made the statement:

“It was discussed that FEllis’s definition of network provider
included an individual and thus the definition of subscribe is the
same as disclosure.”™

was in Examiner’s Interview Summary for the telephone interview held August 25, 2005. It was not made in

interview of August 5. 2005. Appellant notes that the Examiner failed to file an Examiner’s Interview
Summary for this telephone interview. Appellant’s summary of the telephone interview of August 5, 2005

appears in the File Wrapper as 8/12/2005 Miscellaneous Incoming Letter.

Appellant also wishes to point out that regardless of whether Ellis’ definition of network provider includes

a1 AsaAd 1.
all 1dividual.

1. The individual/network provider still had to be different from the individual/PC owner in order for

Ellis to be useful and, therefore, valid.

sequitur and has no relevance to the definition of network provider.
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2. In using the Microsoft Press Computer Dictionary, Third Edition, ©1997 Microsoft Corporation to

define the term server, Examiner failed to note that he was using definition #2 or even that the

reference provides another definition.

server . 1. Onalocal area network (LAN), a omputer running administrative software that
controls access to the network and its resources, such as printers and disk drives, and provides

LLILE LS UL Ly PLIILLLS A1l USR UIVERS, AllU

resources to computers functioning as rkstatlonb on the network. 2. On the Internet or other

attunrls o Annae nrogram +ha nnAde o caan nt DA

NEtwoiK, a buluputel OT program il tI'ES}JU 1ds to commands from a client. For ex mple a file
server may contain an archive of data or program files; when a client submits a request for a file,
the server transfers a copy of the file to the client. See aiso client/server architecture. Compare
client (definition 3).

Where there are multiple definitions of a word or different shadings of the definition of a word, dictionaries

list them in the order in which they are most commonly used. Therefore, the Examiner failed to cite the most

Since the Examiner has chosen Microsoft as the final arbiter of what terms mean, the correct definition to use

would be the first one:

1. On a local area network (LAN), a computer running administrative software that
controls access to the network and its resources, such as prlnters and disk drives, and

torarls
LWULR.

Under this deﬁnition7 Ellis’ PC 1 1s clearly not a server. In Ellis’ response to the First Office Action for his

1 o~

October 14, 1999, Ellis’ Response is dated April 14, 2000, and the a

I lication was eventually issued as U.S.
Patent 6,167,428 )
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The Examiner appears to have rejected claims 27-41 because of a belief that UNIX and
NT servers can be run on personal computers and can be made to function temporarily as a

mast p rsonal computer or as a slave personal computer, as similarly recited in claims 27-41.
Tavinunr a TTNTY ar an NT garvar Bimetinng ag 8 cory a mactor narannal camnitar
llUWCVUl a UINLA Or an IN1 Server Tunctlions as a 5¢1 VUI llUL as a mastier PC pULLAL ‘.«Ulllyulcl
a slave personal computer, which require applications not found in UNIX or NT operating
systems. Therefore, Applicant submits that neither Seti@home nor a UNIX or an NT server

running on personal computers discloses, teaches or suggests: ................
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Ellis then discusses how this relates to his claims. However, the importance of being able to run standard PC
applications on Ellis” PC 1 has been established and, under Microsoft’s primary definition of server, PC I
lacks the administrative software required to be a server.

Contrast this to Appellant’s definition of Home Network Server. From Appellant’s application:

SUMMARY OF THE INVENTION
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prevent unauthorized access to the Home Network from the Internet. The use of a Home
Network Server, as opposed to the use of peer-to-peer networking, allows a robust operating
system to be used. It also allows the users on the Home Network to add additional
applications to their PCs without fear of jeopardizing the proper functioning of their Internet
security program (firewall) or the distributed computing software. (Although a firewall is not

strlctly necessary, prudence dictates its use.)

In terms of the Microsoft definition Appellant’s Home Network Server is:

On a local area network (LAN), a computer running administrative software [robust operating
system] that controls access to the network and its resources, such as printers and disk drives, and
provides resources to computers functioning as workstations [various clients such as PCs, sensors,
actuators, and other devices| on the network.

innn tha Tyominar ha
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Microsoft has defined other terms

On Page 329
network server 1. See server.

home network — not defined
On Page 235

home n. A beginning position, such as the top left corner of a character-based display, the ieft end of a line
of text, cell Al of a spreadsheet, or the top of a document.



Oops.

This suggests that a Home Network Server is a Server whose purpose is limited to something having to do
with a beginning position of a document.

There are two choices in interpreting this result.
1. The Microsoft Dictionary is internally inconsistent and should not have been used as a reference.

2. Microsoft felt that the common meaning of home is so obvious that it did not have to be defined.

A more appropriate reference would have been the Microsoft Computer Dictionary, Fourth Edition, ©1999

Microsoft Corporation since Appellant’s Application claims priority of U.S. Provisional Application No.

Unfortunately the Fourth Edition provides the same definitions for the terms under discussion except that it

leaves out the pronunciation keys for the words.

However, since the Examiner has also used the Microsoft Computer Dictionary, Fifth Edition, ©2002

Microsott Corporation as a reference it will be instructive to see how it defines the terms under discussion.

The term server is substantially the same. On page 474:

server 7. 1. On alocal area network (LAN), a computer running administrative software that controls
access to the network and its resources, such as printers and disk drives, and provides resources to computers
functioning as workstations on the network. 2. On the Internet or other network, a computer or program that
responds to commands from a client. For example, a file server may contain an archive of data or program

filag- ‘xr]'\nﬂ a ¢l 11:\ nt aithmitq a ranne nr a file the garver trancfers a caonv nf the file +a the client ('nn nler
111C5, WiICIl d CIICHU SUULTILS da 1\;\1u\aot Ul a 111\47 LIC STLVOT allsiCls a Lopy Ut Ne 11e 10 1Ne cuent. Hee aisc

aDDhcanon server (definitions 1 and 2), client/server architecture. Compare client (definition 3).

(The section which is different from the Third and Fourth Editions is underlined.)

The definition for Network Server is the same. On page 364:

network server n. See server.

The definition for Home is the same. On page 255
ast 1"

haomia 1 A haginning nagitt ainh as A lnﬂ rnrinne af o charantar_haoad dianlag tha 1o and AF o lina
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of text, cell Al of a spreadsheet, or the top of a document.
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However, the Fifth Edition does contain a definition for Home Network. On Page 255:

home network n. 1. A communications network in a home or building used for home automation. Home
networks can use wiring (existing or new) or wireless connections. See also home automation, home

controller. 2. Two or more computers in a home that are interconnected to form a local area network (LAN),
Asminallamt 30 salancanad +land Adimasv~nan~dd? o INND Aditinim adamtad ciihotnmtinlle, tlan qnman Aafimidinm £ THaaen
A })Clldll Ih) plCdbCU Ldl IVIIVIODSOIL » LUULZ CULLIOULT dall }JLCU bUUde,llle,lly LLIC ddlllC UCLIIILION 101 TTUIIC

clear that, like Appellant, Microsoft felt that the common meaning of home is so obvious that it did not have

to be defined.

many common meanings (which they fail to list or even cite their reference) and Appellant failed to

explicitly define the term, the word home has no meaning at all.

From Examiner’s Response, Page 11 second paragraph:

Response to C) The examiner and the supervisor has {sic} read and interpreted
“home” in light of the specifications that *home” can be very broadly defined and can be
interpreted in many different contexts. A thorough review of the disclosure did not

disclose any specific definition of “home”.

r

is supervisor have gone from aflowing an Applicant to be his own lexicographer to
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whose meaning is understood to most of the English-speaking world.
Examiner and his Supervisor have failed to see the consequences of their actions. Consider the following

scenario.

1. BPAI affirms Examiner.

o TN WO, | DRIty PRRYIDREYS IO & DRVERSRY Al [Ny DU ARG MR ik PRSP, I o LU
<, APPCLALL dpPldly LU UIC LOULL DI APPedld 101 UIC Felslal \/ll &«UIL
3. The Court of Appeals for the Federal Circuit aftirms BPAI thereby setting a precedent for all patents

including those already issued.
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Appellant wishes to note that as of this date there are 29 U.S. Patents assigned to Microsoft which use the
term home network. Not one of these 29 patents appears to define the term kome. In the event these patents
were challenged, Microsoft’s position would be considerably weakened by the precedent that the Examiner

and his Supervisor wish to set. The Patent Database lists a total of 1407 issued patents which use the term

The Examiner and his Supervisor have already opened this door. It is up to BPAI to decide whether or not to

go through it.
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3. The Examiner’s citation of In re Van Geuns, 988 F.2d 1181, 26 USPOQ2d 1057 (Fed. Cir. 1993) is
misleading in view of In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997).

In /n re Morris, in holding that the PTO is not required, in the course of prosecution, to interpret claims in

The Solicitor is correct, and we reject appellants’ invitation to construe either of the cases cited by
appellants so as to overrule, sub silentio, decades old case law. Some cases state the standard as
“the broadest reasonable interpretation,” see. e.g., In re Van Geuns, 988 F.2d 1181, 1184, 26
USPQ2d 1057, 1059 (Fed. Cir. 1993), others include the qualifier “consistent with the
specification” or similar language, see, e.g., In re Bond, 910 F.2d 831, 833, 15 USPQ2d 1566,

187 (MMAad Mie 100N Cluenn 4 ccrma:ld oo e im o ,..L‘A..d-,\n’T‘f\A.ﬂ P S RSO B
1o0U/7 (red. Ui 177\)}. SLICC 1L WOULU D ulllCdbUlldU CI0I LIS 1V Lo lgllUlU 1 y 1 lClplGllVC
guidance afforded by the applicant’s written description, either phrasing connotes the same notion

as an initial matter, the PTO applies to the verbiage of the proposed claims the broadest reasonable
meaning of the words in their ordinary usage as they would be understood by one of ordinary skill
in the art, taking into account whatever enlightenment by way of definitions or otherwise that may

be afforded by the written description contained in the applicant’s specification.

The Examiner 1s invited to pay attention to this part.
Since it would be unreasonable for the PTO to ignore any interpretive guidance afforded by
the applicant’s written description, either phrasing connotes the same notion: as an initial
matter, the PTO applies to the verbiage of the proposed claims the broadest reasonable
meaning of the words in their ordinary usage as they would be understood by one of ordinary
skill in the art, taking into account whatever enlightenment by way of definitions or otherwise

that mav ha affardad hy t
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Conclusion
mi PSR A DRSNS b SR BN D | PRSI | P PR (IS S NI} By PR PR IR o R S S
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is already difficult enough because the meanings that people give to words depends on their life experiences

as well as their education (formal or not). Communications also requires that people act in good faith, that
they actually want to communicate. It is clear from the record that the Examiner and his Supervisor are not

acting in good faith, that they have no intention of having meaningful communications.

The word home is a very good word. It is also a very old word whose roots stretch back through Middle
English to Old English (also called Anglo-Saxon because it was the Germanic dialect spoken by the Angles
and Saxons when they invaded Britain in the Fifth Century), and all the way back to Indo-European.
Everybody knows what a home is (even people who don’t have one) with the exception of the Examiner and

his Supervisor.

The Examiner has misquoted Appellant’s Appeal Brief on an issue of merit, deliberately used a less-common
definition of server in order to serve his purposes, and misused /n re Van Geuns. In their determination to
deny Appellant the patent rights to his invention the Examiner and his Supervisor have failed to see that they

are setting a precedent that threatens the patent system itself by requiring that an Applicant define every

they will be arguing what the meaning of “is” 1s.

Respectfully submitted,
/ &

Jed Margolin

nro <e inventor
pPro SC Invenior!
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